
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vii^inia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/072,571 


02/08/2002 


John P. McKearn 


2789/6/US 


1890 



37176 7590 07/07/2005 

CAROL M. NIELSEN 

WDMSTEAD SECHREST & MINICK, RC. 

2400 BANK ONE CENTER 

910 TRAVIS STREET 

HOUSTON, TX 77002 



EXAMINER 



LANDSMAN, ROBERT S 



ART UNIT 



PAPER NUMBER 



1647 

DATE MAILED: 07/07/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



OfficB Action Summdrv 


Application No. 

10/072,571 


Applicant(s) 

MCKEARN ET AL 


Examiner 

Robert Landsman 


Art Unit 

1647 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 16 May 2005 . 
2a)Q This action is FINAL. 2b)[EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) ± is/are pending in the application. 

, 4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^] Claim(s) 1_ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/MaiI Date . 6) □ Other: . 



Office Action Summary Part of Paper No./Mail Date 070505 
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DETAILED ACTION 



/. Formal Matters 

A. The Amendment dated 5/16/05 has been entered into the record. 

B. Claim 1 is pending and is the subject of this Office Action. 

2. Double Patenting 

A. The double patenting rejections over U.S. Patent Nos. 5,604,1 16; 6,458,931 and 5,817,486 have 
been withdrawn in view of Applicants' filing of a Terminal Disclaimer. 

B. The double patenting rejections over U.S. Patent Nos. 5,677,149 and 6,153,183 have been 
withdrawn in view of Applicants' arguments. 

B. The double patenting rejection over co-pending applications 08/466,63 1; 08/466,648; 08/468,588 
and 08/469,317 have been withdrawn in view of Applicants' filing of a Terminal Disclaimer. 

3. Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(g)(1) during the course of an interference conducted under section 135 or section 291, another inventor involved 
therein establishes, to the extent permitted in section 104, that before such person's invention thereof the 
invention was made by such other inventor and not abandoned, suppressed, or concealed, or (2) before such 
person's invention thereof, the invention was made in this country by another inventor who had not abandoned, 
suppressed, or concealed it. In determining priority of invention under this subsection, there shall be considered 
not only the respective dates of conception and reduction to practice of the invention, but also the reasonable 
diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the 

A. Claim 1 is rejected under 35 USC 102(g) based upon claim 1 of Patent No. 5,591,427 (Vadas et 
al.). Failure to present claims and/or take necessary steps for interference purposes after notification that 
interfering subject matter is claimed constitutes a disclaimer of the subject matter. This amounts to a 
concession that, as a matter of law, the patentee is the first inventor in this country. See In re Oguie, 517 
F.2d 1382, 186 USPQ 227 (CCPA 1975). 
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A Declaration under 37 CFR 1.131 is not sufficient to overcome this rejection. MPEP 2308.01 



If an applicant is claiming the same invention as a patent which has an earlier effective 
United States filing date but there is not a statutory bar against the application, and the 
applicant has not submitted the items required by 37 CFR 1.608(a) or (b), as appropriate, 
the application should be rejected under 35 U.S.C. 102(e)/103. A statement should be 
included in the rejection that the patent cannot be overcome by an affidavit or 
declaration under 37 CFR 1.131 but only through interference proceedings. Note, 
however, 35 U.S.C. 135(b) and MPEP § 2307. The applicant should also be advised 
that an affidavit under 37 CFR 1.608(b) or evidence and an explanation under 37 CFR 
1.608(b), as appropriate, must be submitted and it should be stated, if applicable, that the 
patentee has been accorded the benefit of an earlier U.S. application. 

However, instead of a showing under 37 CFR 1.608(b) Applicants are now required to provide a 
showing under 37 CFR 41.202(d). 

B. The rejection of claim 1 over U.S. Patent Nos. 5,677,149 has been withdrawn in view of 
Applicants' arguments as seen under the Double Patenting" rejection. In the ' 149 patent, both AsplOl and 
Lys 1 1 6 are not substitutied.. 



5. Conclusion 

A. No claim is allowable. 



Advisory information 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Robert Landsman whose telephone number is (571) 272-0888. The examiner can normally 
be reached on M-Th 1 0 AM - 7 PM (eastern); alt F 10 AM - 6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Brenda Brumback can be reached on 571-272-0961. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 
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